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IN THE UNITED STATES PATENT AND TRADEMARK OFFICE
BEFORE THE TRADEMARK TRIAL AND APPEAL BOARD

Notice of Opposition

Notice is hereby given that the following party opposes registration of the indicated application.

Opposer Information

Name Shoshanna Lonstein

Granted to Date
of previous ex-
tension

12/13/2015

Address c/o Pryor Cashman LLP, 7 Times Square
New York, NY 10036
UNITED STATES

Attorney informa-
tion

Dyan Finguerra-DuCharme
Pryor Cashman LLP
7 Times Square
New York, NY 10036
UNITED STATES
dfinguerra-ducharme@pryorcashman.com, pzylberg@pryorcashman.com, rk-
larberg@pryorcashman.com, tmdocketing@pryorcashman.com
Phone:212-421-4100

Applicant Information

Application No 86508387 Publication date 06/16/2015

Opposition Filing
Date

12/14/2015 Opposition Peri-
od Ends

12/13/2015

Applicant Weinberg & Daughter LLC
5611 Roosevelt Street
Bethesda, MD 20817
UNITED STATES

Goods/Services Affected by Opposition

Class 035. First Use: 0 First Use In Commerce: 0
All goods and services in the class are opposed, namely: Retail store services featuring perfumes,
body and skin products, cosmetics, home fragrances, nail polishes, tea, and fragrance-related books,
candles, home accessories

Grounds for Opposition

Priority and likelihood of confusion Trademark Act section 2(d)

Marks Cited by Opposer as Basis for Opposition

U.S. Registration
No.

2256096 Application Date 12/05/1997

Registration Date 06/22/1999 Foreign Priority
Date

NONE

http://estta.uspto.gov


Word Mark SHOSHANNA

Design Mark

Description of
Mark

NONE

Goods/Services Class 025. First use: First Use: 1998/07/00 First Use In Commerce: 1998/07/00
LINGERIE

U.S. Registration
No.

3939088 Application Date 12/28/2005

Registration Date 03/29/2011 Foreign Priority
Date

NONE

Word Mark SHOSHANNA

Design Mark

Description of
Mark

NONE

Goods/Services Class 025. First use: First Use: 1998/11/00 First Use In Commerce: 1998/11/00
Clothing, namely, shirts, T-shirts, under shirts, polo shirts, cardigans, jerseys,
uniforms, dress shirts, pants, trousers, slacks, jeans, culottes, cargo pants, den-
im jeans, jumpers, jump suits, shorts, tops, crop tops, tank tops, halter tops,
wraps, play suits, blouses, skirts, dresses, gowns, sweaters, vests, pullovers,
capes, anoraks, ponchos, jackets, coats, blazers, suits, turtlenecks, swimwear,
beachwear, tennis wear, surf wear,layettes, infantwear, scarves, belts, swim and
bathing trunks, brassieres, bustiers, corsets, panties, thongs, teddies,foundation
garments, loungewear, robes,smocks, underclothes, camisoles, negligees,
chemises, chemisettes, sarongs, leggings, body suits, rainwear

Attachments 78781621#TMSN.png( bytes )
Opposer's Notice of Opposition - 12.14.15.pdf(791724 bytes )

Certificate of Service

The undersigned hereby certifies that a copy of this paper has been served upon all parties, at their address
record by First Class Mail on this date.

Signature /dyan finguerra-ducharme/

Name Dyan Finguerra-DuCharme

Date 12/14/2015



 

 

IN THE UNITED STATES PATENT AND TRADEMARK OFFICE  
BEFORE THE TRADEMARK TRIAL AND APPEAL BOARD 

 
In the Matter of Trademark Application Serial No. 86/508,387 
Mark: SHOSHANA 
Filed: January 20, 2015 
---------------------------------------------------------------X 
SHOSHANNA LONSTEIN,    : 
         : 

  Opposer,     :     
        : Opposition No.  
-against-       : 

:  
: NOTICE OF OPPOSITION  

WEINBERG & DAUGHTER LLC,   : 
          : 
   Applicant.           : 
---------------------------------------------------------------X 
 
 Opposer Shoshanna Lonstein (“Opposer” or “Lonstein”), a United States citizen, with an 

address at c/o Pryor Cashman LLP, 7 Times Square, New York, New York 10036, believes that 

she will be damaged by registration of the mark shown in Application Serial No. 86/508,387 and 

hereby opposes the same.  The grounds for Opposition are as follows: 

1. Ms. Lonstein is the founder and creative director of SHOSHANNA®, her 

eponymous collection which debuted in stores in 1998. Ms. Lonstein revolutionized dress 

departments nationwide with the launch of her first collection.   

2. SHOSHANNA® is admired by fans across the world and has garnered 

tremendous amounts of unsolicited publicity for Opposer’s cutting-edge clothing, headwear and 

footwear being featured in several prominent magazines. 

3. SHOSHANNA® is promoted throughout the United States, via the Internet, and 

through the website <www.shoshanna.com>, Facebook, Twitter, Instagram and Pinterest. 
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4. Opposer has continuously used the mark SHOSHANNA® in interstate commerce 

since at least as early as 1998.  

5. Opposer is the owner of the following federal trademark registrations (hereinafter 

referred to as the “SHOSHANNA Marks”): 

Mark Reg. No. / 
Serial No.  
 

Goods / Services 

SHOSHANNA 2,256,096 Lingerie, in Class 25. 

SHOSHANNA 3,939,088 Clothing, namely, shirts, T-shirts, under shirts, polo shirts, 
cardigans, jerseys, uniforms, dress shirts, pants, trousers, slacks, 
jeans, culottes, cargo pants, denim jeans, jumpers, jump suits, 
shorts, tops, crop tops, tank tops, halter tops, wraps, play suits, 
blouses, skirts, dresses, gowns, sweaters, vests, pullovers, capes, 
anoraks, ponchos, jackets, coats, blazers, suits, turtlenecks, 
swimwear, beachwear, tennis wear, surf wear, layettes, infantwear, 
scarves, belts, swim and bathing trunks, brassieres, bustiers, 
corsets, panties, thongs, teddies, foundation garments, loungewear, 
robes, smocks, underclothes, camisoles, negligees, chemises, 
chemisettes, sarongs, leggings, body suits, rainwear, in Class 25. 
 

 
6. A copy of Opposer’s valid and subsisting registrations, along with copies of 

TSDR printouts for each of the SHOSHANNA Marks, are attached hereto as Exhibit A.  

Opposer hereby gives notice in accordance with Trademark Rules of Practice 2.122(d)(2) that it 

will rely upon these registrations as evidence in this proceeding, and a status copy showing 

present title will be introduced into evidence on Opposer’s behalf during Opposer’s testimony 

period.  Furthermore, these registrations are valid, subsisting and in full force and effect and 

serve as evidence of Opposer’s exclusive right to use the mark in commerce on or in connection 

with the goods identified in the registrations, as provided by 15 U.S.C. § 1155(a). 
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7. Furthermore, Opposer owns common law rights in and to the SHOSHANNA 

Marks for use in connection with, inter alia, clothing and cosmetic bags, through Opposer’s use 

of the marks in United States commerce since at least as early as 1998.  

8. Opposer has spent substantial time, effort and money promoting Opposer’s goods 

under the SHOSHANNA Marks.  As a result of Opposer’s success in the fashion industry and the 

solicited and unsolicited publicity she has received, the SHOSHANNA Marks have become well-

known by the general public and in the relevant industries, are recognized and relied upon as 

identifying Opposer’s goods and as distinguishing them from the goods and services of others, 

and have come to represent and symbolize extremely valuable goodwill belonging exclusively to 

Opposer.  

9. Upon information and belief, Applicant Weinberg & Daughter LLC (“Applicant”) 

is a Maryland Limited Liability Company with an address at 5611 Roosevelt Street, Bethesda, 

Maryland 20817.  Upon information and belief, on January 20, 2015, Applicant filed an intent-

to-use application for the mark SHOSHANA covering Class 35 “retail store services featuring 

perfumes, body and skin products, cosmetics, home fragrances, nail polishes, tea, and fragrance-

related books, candles, home accessories” (“Applicant’s Mark”). 

10. Opposer has continuously and exclusively used the SHOSHANNA Marks in 

connection with her goods prior to the date on which Applicant filed its intent-to-use application 

on January 20, 2015.  As such, Opposer has priority. 

11. Applicant’s SHOSHANA mark is nearly identical to Opposer’s SHOSHANNA 

Marks in sight, sound, meaning and commercial impression.  The deletion of one letter “N” from 

SHOSHANNA does not distinguish Applicant’s Mark visually, aurally or in meaning.  
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12. Applicant’s Mark is intended to be used in connection with related goods and/or 

services with which Opposer uses her SHOSHANNA Marks. 

13. Neither the SHOSHANA application nor Opposer’s SHOSHANNA Marks are 

limited with respect to channels of trade, therefore, the parties’ goods and/or services will 

presumably travel through the same channels of trade. 

14. Upon information and belief, Opposer and Applicant will market and promote 

their respective goods and/or services to the general consuming public without regard to 

sophistication. 

15. Applicant’s use of the SHOSHANA mark is likely to cause confusion, mistake or 

deception with consequent injury to Opposer and the public.  Such use and registration of the 

SHOSHANA mark is likely to cause consumers to mistakenly believe that Applicant’s services 

emanate from Opposer or that Applicant is in some way associated with or connected to 

Opposer, when, in fact, no such relationship exists.  

16. If Applicant is granted registration for the SHOSHANA mark, it would obtain, 

thereby, at least a prima facie exclusive right to use the mark.  Such registration would be a 

source of damage and injury to Opposer. 

17. Registration should be refused pursuant to Section 2(d) of the Trademark Act of 

1946, as amended, 15 U.S.C. § 1052(d), on the grounds that the SHOSHANA mark so resembles 

Opposer’s SHOSHANNA Marks as to cause confusion, mistake and/or deception, all to the 

damage of Opposer. 
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18. Applicant’s SHOSHANA mark and Opposer’s SHOSHANNA Marks are 

sufficiently similar, and therefore, Applicant’s Mark impairs and is likely to impair the 

distinctiveness of Opposer’s SHOSHANNA Marks. 

WHEREFORE, Opposer, by her undersigned attorneys, requests that her opposition to 

Application Serial No. 86/508,387 be sustained and that the Trademark Trial and Appeal Board 

grant any and all further relief to Opposer that the Board finds necessary and just in the 

circumstances. 

Opposer appoints as her attorneys in these proceedings Dyan Finguerra-DuCharme, 

Philippe Zylberg and Ryan Klarberg of the firm Pryor Cashman LLP, 7 Times Square, New 

York, New York 10036, to whom all correspondence in this proceeding should be addressed.  

Please charge Deposit Account No. 500932 for the filing fee for this Notice of Opposition and 

for any other fees that may be due. 

Dated:  December 14, 2015   Respectfully submitted, 

      PRYOR CASHMAN LLP 

       

     By:_/dyan finguerra-ducharme/___________ 
 Dyan Finguerra-DuCharme 
 Philippe Zylberg 
 Ryan S. Klarberg 
 7 Times Square 

New York, New York 10036 
(212) 421-4100 
 
Attorneys for Opposer Shoshanna Lonstein  
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CERTIFICATE OF SERVICE 
 

I hereby certify that a true and correct copy of Opposer’s NOTICE OF OPPOSITION and 
corresponding Exhibit A was served on Applicant’s counsel by First Class Mail, postage prepaid, 
on December 14, 2015 as follows: 

 
Joseph D. Lewis, Esq. 

Barnes & Thornburg LLP 
1717 Pennsylvania Avenue, NW 

Suite 500 
Washington, District of Columbia 20006 

 
     _/ryan s. klarberg/_________________________ 
     Ryan S. Klarberg 
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Mark Information

Mark Literal Elements:

SHOSHANNA

Standard Character Claim:

No

Mark Drawing Type:

1 - TYPESET WORD(S) /LETTER(S) /NUMBER(S)

Goods and Services
Note: The following symbols indicate that the registrant/owner has amended the goods/services:

Brackets [..] indicate deleted goods/services;
Double parenthesis ((..)) identify any goods/services not claimed in a Section 15 affidavit of incontestability; and
Asterisks *..* identify additional (new) wording in the goods/services.

For:

LINGERIE

International Class(es): 025 - Primary Class U.S Class(es):

022, 039

Class Status:

ACTIVE

Basis:

1(a)

First Use: Jul. 1998 Use in Commerce:

Jul. 1998

Basis Information (Case Level)

Filed Use: No Currently Use: Yes Amended Use: No

Filed ITU: Yes Currently ITU: No Amended ITU: No

Generated on:

This page was generated by TSDR on 2015-12-14 15:15:35 EST

Mark: SHOSHANNA

US Serial Number: 75401168 Application Filing Date:

Dec. 05, 1997

US Registration Number: 2256096 Registration Date:

Jun. 22, 1999

Register:

Principal

Mark Type:

Trademark

Status:

The registration has been renewed.

Status Date:

Jun. 12, 2009

Publication Date: Oct. 13, 1998 Notice of Allowance Date:

Jan. 05, 1999



Filed 44D: No Currently 44D: No Amended 44D: No

Filed 44E: No Currently 44E: No Amended 44E: No

Filed 66A: No Currently 66A: No

Filed No Basis: No Currently No Basis: No

Current Owner(s) Information

Owner Name:

LONSTEIN, SHOSHANA

Owner Address:

c/o Pryor Cashman LLP
7 Times Square
New York, NEW YORK 10036
UNITED STATES

Legal Entity Type: INDIVIDUAL Citizenship:

UNITED STATES

Attorney/Correspondence Information

Attorney of Record

Attorney Name: Brad D. Rose Docket Number:

06913.00001

Correspondent

Correspondent
Name/Address:

Teresa Lee
Pryor Cashman LLP
7 Times Square
New York, NEW YORK 10036
UNITED STATES

Phone: 212-326-0831 Fax:

212-798-6915

Domestic Representative - Not Found

Prosecution History

Date Description Proceeding
Number

Nov. 06, 2009 APPLICANT/CORRESPONDENCE CHANGES (NON-RESPONSIVE) ENTERED 88888

Nov. 06, 2009 TEAS CHANGE OF OWNER ADDRESS RECEIVED

Jun. 26, 2009 TEAS CHANGE OF CORRESPONDENCE RECEIVED

Jun. 26, 2009 TEAS CHANGE OF CORRESPONDENCE RECEIVED

Jun. 12, 2009 REGISTERED AND RENEWED (FIRST RENEWAL - 10 YRS) 69934

Jun. 12, 2009 REGISTERED - SEC. 8 (10-YR) ACCEPTED/SEC. 9 GRANTED

Jun. 04, 2009 ASSIGNED TO PARALEGAL 69934

Jun. 02, 2009 TEAS SECTION 8 & 9 RECEIVED

Jul. 11, 2007 CASE FILE IN TICRS

Apr. 21, 2006 TEAS CHANGE OF CORRESPONDENCE RECEIVED

Jan. 20, 2006 TEAS CHANGE OF OWNER ADDRESS RECEIVED

Dec. 22, 2005 TEAS SECTION 8 & 15 RECEIVED

Dec. 22, 2005 ATTORNEY REVOKED AND/OR APPOINTED

Dec. 22, 2005 TEAS REVOKE/APPOINT ATTORNEY RECEIVED

Jan. 20, 2000 REPRINTING REGISTRATION CERTIFICATE

Oct. 04, 1999 SEC 7 REQUEST FILED

Jun. 22, 1999 REGISTERED-PRINCIPAL REGISTER

Apr. 21, 1999 ALLOWED PRINCIPAL REGISTER - SOU ACCEPTED

Apr. 20, 1999 ASSIGNED TO EXAMINER 66384

Apr. 02, 1999 STATEMENT OF USE PROCESSING COMPLETE

Feb. 08, 1999 USE AMENDMENT FILED

Jan. 05, 1999 NOA MAILED - SOU REQUIRED FROM APPLICANT

Oct. 13, 1998 PUBLISHED FOR OPPOSITION

Sep. 11, 1998 NOTICE OF PUBLICATION

Aug. 13, 1998 APPROVED FOR PUB - PRINCIPAL REGISTER



Aug. 12, 1998 ASSIGNED TO EXAMINER 66384

Maintenance Filings or Post Registration Information

Affidavit of Continued
Use:

Section 8 - Accepted

Renewal Date:

Jun. 22, 2009

TM Staff and Location Information

TM Staff Information - None

File Location

Current Location: POST REGISTRATION Date in Location:

Jun. 12, 2009





 

Mark Information

Mark Literal Elements:

SHOSHANNA

Standard Character Claim:

Yes. The mark consists of standard characters without claim to any particular font style, size, or color.

Mark Drawing Type:

4 - STANDARD CHARACTER MARK

Related Properties Information

Claimed Ownership of US
Registrations:

2256096

Goods and Services
Note: The following symbols indicate that the registrant/owner has amended the goods/services:

Brackets [..] indicate deleted goods/services;
Double parenthesis ((..)) identify any goods/services not claimed in a Section 15 affidavit of incontestability; and
Asterisks *..* identify additional (new) wording in the goods/services.

For:

Clothing, namely, shirts, T-shirts, under shirts, polo shirts, cardigans, jerseys, uniforms, dress shirts, pants, trousers, slacks, jeans,
culottes, cargo pants, denim jeans, jumpers, jump suits, shorts, tops, crop tops, tank tops, halter tops, wraps, play suits, blouses, skirts,
dresses, gowns, sweaters, vests, pullovers, capes, anoraks, ponchos, jackets, coats, blazers, suits, turtlenecks, swimwear, beachwear,
tennis wear, surf wear, layettes, infantwear, scarves, belts, swim and bathing trunks, brassieres, bustiers, corsets, panties, thongs,
teddies, foundation garments, loungewear, robes, smocks, underclothes, camisoles, negligees, chemises, chemisettes, sarongs,
leggings, body suits, rainwear

International Class(es): 025 - Primary Class U.S Class(es):

022, 039

Class Status:

ACTIVE

Basis:

1(a)

First Use: Nov. 1998 Use in Commerce:

Nov. 1998

Generated on:

This page was generated by TSDR on 2015-12-14 15:13:05 EST

Mark: SHOSHANNA

US Serial Number: 78781621 Application Filing Date:

Dec. 28, 2005

US Registration Number: 3939088 Registration Date:

Mar. 29, 2011

Register:

Principal

Mark Type:

Trademark

Status:

Registered. The registration date is used to determine when post-registration maintenance documents are due.

Status Date:

Mar. 29, 2011

Publication Date: Nov. 13, 2007 Notice of Allowance Date:

Feb. 05, 2008



Basis Information (Case Level)

Filed Use: No Currently Use: Yes Amended Use: No

Filed ITU: Yes Currently ITU: No Amended ITU: No

Filed 44D: No Currently 44D: No Amended 44D: No

Filed 44E: No Currently 44E: No Amended 44E: No

Filed 66A: No Currently 66A: No

Filed No Basis: No Currently No Basis: No

Current Owner(s) Information

Owner Name:

Lonstein, Shoshanna

Owner Address:

c/o Pryor Cashman LLP
7 Times Square
New York, NEW YORK 10036
UNITED STATES

Legal Entity Type: INDIVIDUAL Citizenship:

UNITED STATES

Attorney/Correspondence Information

Attorney of Record

Attorney Name: Brad D. Rose Docket Number:

06913.00001

Correspondent

Correspondent
Name/Address:

Teresa Lee
Pryor Cashman LLP
7 Times Square
New York, NEW YORK 10036
UNITED STATES

Phone: 212-326-0831 Fax:

212-798-6915

Domestic Representative - Not Found

Prosecution History

Date Description Proceeding
Number

Mar. 29, 2011 REGISTERED-PRINCIPAL REGISTER

Feb. 19, 2011 NOTICE OF ACCEPTANCE OF STATEMENT OF USE MAILED

Feb. 18, 2011 LAW OFFICE REGISTRATION REVIEW COMPLETED 70468

Feb. 18, 2011 ALLOWED PRINCIPAL REGISTER - SOU ACCEPTED

Jan. 20, 2011 STATEMENT OF USE PROCESSING COMPLETE 66530

Jan. 18, 2011 USE AMENDMENT FILED 66530

Jan. 18, 2011 TEAS STATEMENT OF USE RECEIVED

Jul. 24, 2010 NOTICE OF APPROVAL OF EXTENSION REQUEST MAILED

Jul. 23, 2010 EXTENSION 5 GRANTED 66530

Jul. 21, 2010 EXTENSION 5 FILED 66530

Jul. 21, 2010 TEAS EXTENSION RECEIVED

Feb. 05, 2010 EXTENSION 4 GRANTED 66530

Feb. 03, 2010 EXTENSION 4 FILED 66530

Feb. 03, 2010 TEAS EXTENSION RECEIVED

Nov. 06, 2009 APPLICANT/CORRESPONDENCE CHANGES (NON-RESPONSIVE) ENTERED 88888

Nov. 06, 2009 TEAS CHANGE OF OWNER ADDRESS RECEIVED

Aug. 03, 2009 EXTENSION 3 GRANTED 66530

Jul. 30, 2009 EXTENSION 3 FILED 66530

Jul. 30, 2009 TEAS EXTENSION RECEIVED

Jun. 26, 2009 TEAS CHANGE OF CORRESPONDENCE RECEIVED



Jun. 26, 2009 TEAS CHANGE OF CORRESPONDENCE RECEIVED

Jan. 30, 2009 EXTENSION 2 GRANTED 98765

Jan. 30, 2009 EXTENSION 2 FILED 98765

Jan. 30, 2009 TEAS EXTENSION RECEIVED

Aug. 11, 2008 EXTENSION 1 GRANTED 66530

Jul. 30, 2008 EXTENSION 1 FILED 66530

Aug. 11, 2008 CASE ASSIGNED TO INTENT TO USE PARALEGAL 66530

Jul. 30, 2008 TEAS EXTENSION RECEIVED

Feb. 05, 2008 NOA MAILED - SOU REQUIRED FROM APPLICANT

Nov. 13, 2007 PUBLISHED FOR OPPOSITION

Oct. 24, 2007 NOTICE OF PUBLICATION

Oct. 10, 2007 LAW OFFICE PUBLICATION REVIEW COMPLETED 70468

Oct. 10, 2007 ASSIGNED TO LIE 70468

Sep. 10, 2007 APPROVED FOR PUB - PRINCIPAL REGISTER

Sep. 08, 2007 TEAS/EMAIL CORRESPONDENCE ENTERED 88889

Aug. 27, 2007 CORRESPONDENCE RECEIVED IN LAW OFFICE 88889

Aug. 27, 2007 TEAS RESPONSE TO OFFICE ACTION RECEIVED

Feb. 27, 2007 NON-FINAL ACTION MAILED

Feb. 27, 2007 NON-FINAL ACTION WRITTEN 82103

Aug. 23, 2006 REPORT COMPLETED SUSPENSION CHECK CASE STILL SUSPENDED

Feb. 21, 2006 LETTER OF SUSPENSION MAILED

Feb. 17, 2006 SUSPENSION LETTER WRITTEN 82103

Jan. 23, 2006 ASSIGNED TO EXAMINER 82103

Jan. 05, 2006 NEW APPLICATION ENTERED IN TRAM

TM Staff and Location Information

TM Staff Information - None

File Location

Current Location: PUBLICATION AND ISSUE SECTION Date in Location:

Feb. 18, 2011
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